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THe ANDREW JERGENs Company v. BoNpep Propvucts 
CoRPORATION 


United States Circuit Court of Appeals, Second Circuit 
August 24, 1927 


Trape-M arKs—TrabE-N AMES—INFRINGEMENT—INJUNCTION—Cross APPEAL 

—Res Apsupicata—Scope. 

Whether the doctrine of estoppel by judgment works backwards 
to bind predecessors in title, as well as forward to bind successors in 
title, quaere. However, the doctrine of res adjudicata can find no 
place where the issues and evidence are different. 

SamE—SamME—SamME—SaME—DECEPTION OF PvuBLIc. 

Where defendant, knowing that plaintiff manufactured and sold 
“Woodbury Facial Soap,” so dressed his soap, which was made by 
him and delivered to Woodbury, as to be likely to deceive purchasers 
and to come into unfair competition with plaintiff's product, then he 
(defendant) is liable as a contributary infringer. 

SaME—SamME—SaME—SamME—SAmME—Deception By Use or SurRNAME. 

The principle that “no man has a right to represent his goods as 
the goods of another,” is applicable to misrepresentations by the use 
of a proper name, as well as by other means, even though the name 
be one which the defendant would ordinarily have a right to use. 


In equity. Cross-appeals from an interlocutory decree of the 
District Court of the United States for the Eastern District of New 
York. Modified and affirmed. For decision below, see 16 T. M. 
Rep. 276. 


Before Manton, L. Hanon, and Swan, Circuit Judges. 


The plaintiff, the Andrew Jergens Company, maker of ‘““Wood- 
bury’s Facial Soap,” filed its bill to enjoin trade-mark infringement 
and unfair competition by the defendant, a soap manufacturer in 
Brooklyn, alleging misuse of the name “Woodbury” upon toilet 
soaps and the imitation of the plaintiff's wrappers. Federal juris- 
diction is based upon diversity of citizenship. 

For some years prior to 1901, John H. Woodbury Dermatologi- 
cal Institute, of which John H. Woodbury was the head, was en- 
gaged in business in New York City, and, among other business 
activities, sold a soap which was labeled “John H. Woodbury’s 
Facial Soap,” and was known also as “Woodbury’s Facial Soap,” 


or “Woodbury Soap.” Andrew Jergens & Company, a partnership, 
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manufactured this soap and other toilet articles for the Institute 
from 1897 to 1901. By a contract dated June 13, 1901, the Jer- 
gens firm purchased for a large consideration half of the shares of 
stock of the Institute and the right to manufacture and deal in 
eight of the products theretofore sold by the Institute, including 
this soap. The vendors in this contract were John H. Woodbury, the 
John H. Woodbury Dermatological Institute, William A. Woodbury 
and P. R. McCargo. They purported to sell, assign, transfer and 
deliver “all their right, title and interest in and to the commodities 
known as Facial Soap (and seven other articles) * *, and all the 
trade-marks, copyrights and privileges of every name and nature 
whatsoever appurtenant to the ownership thereof, * * * and also 
the privilege of using only on the articles above mentioned the 
neckless head trade-mark.” The rights under this contract passed 
from the Jergens partnership through Andrew Jergens Company, 
a New York corporation, to the plaintiff, a corporation of Ohio. 

From 1901 to 1925 the plaintiff and its predecessors have 
built up a very extensive and wide-spread trade, their sales aggre- 
gating more than $23,000,000. They have spent in advertising 
more than $8,600,000. Over eighty per cent. of their business has 
been in “Woodbury’s Facial Soap.” 

During this period they have engaged in considerable litigation 
to protect their business from what they have charged as unfair 
competition by John H. Woodbury and William A. Woodbury or 
those in privity with them. Reference to this litigation, so far as 
deemed material to the present suit, will be made in the opinion. 

The defendant, in 1924, began to manufacture soaps for Wil- 
liam A. Woodbury, one of the parties to the above mentioned con- 
tract of 1901. He supplied defendant with the formulas for the 
soaps, the dies for stamping the cakes and the labels to be wrapped 
about them. The defendant manufactured the soap and wrapped, 
boxed and distributed it upon instructions from William A. Wood- 
bury. After commencement of plaintiff's suit the defendant ceased 
all work complained of. Complaint was made of three labels: 
“Woodbury’s Calamined Soap,” “Woodbury Skin Soap,” and “Skin 
Soap Woodbury Ideal.” On all of the labels the full name “Wm. 
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A. Woodbury appears, but the word given prominence is “‘Wood- 
bury.” Each of the wrappers also carried statements identical 
with or similar to the following: 


“Wm. A. Woodbury was for many years Managing Director and 
President of the celebrated Dermatological Institute founded by the late 
John H. Woodbury.” 

“Based on two generations of experience, this soap is offered as the 
Standard Detergent for cleaning the skin and clearing the complexion.” 


Upon testimony and depositions introduced at the trial the 
District Court found that the public has fallen into the easy way of 
referring to plaintiff's product as “Woodbury soap’ so that the 
surname “Woodbury” has acquired a secondary meaning, and there 
exists, not only in local markets but throughout the country, a real, 
important and widespread confusion between the goods of the plain- 
tiff and those put out by the defendant. An accounting was 
ordered, and an injunction was granted, restraining the defendant, 
its officers, agents, etc., in four paragraphs as follows: 


“From selling, offering for sale, putting on the market, directly or 
indirectly, any soap with a wrapper or other advertising on which the 
name ‘Woodbury’ appears, unless a plain disclosure also appears on said 
wrapper and advertising, sufficient to reasonably avoid the confusion that 
now exists in the market, as to the source from which said soap comes, 
so that the ordinary purchaser may hereafter be plainly and easily in- 
formed that said soap is not the soap manufactured and sold by plaintiff, 
but is one manufactured and sold by and for some Woodbury whose 
entire name, if used at all, shall be plainly set forth. 

“From selling or offering for sale, manufacturing or wrapping soap, 
upon the wrappers of which, enclosing advertisement or otherwise there 
appears a reference to either ‘John H. Woodbury’ or the ‘Woodbury 
Dermatological Institute’ or any plain or subtle reference thereto.” 

“From advertising, manufacturing, wrapping, selling of offering for 
sale any soap upon the wrappers of which, the soap, or advertising thereof 
the word ‘Woodbury’ appears unless same is clearly distinguished from 
the soap manufactured and sold by plaintiff, so as not to induce the 
belief on the part of the public that defendant’s soap is the well-known 
‘Woodbury’s Facial Soap’ or some new brand thereof. 

“From using, in connection with the advertisement, offering for sale 
or sale of any soap, labels or packages, identical with or like plaintiff's 
labels, Exhibit A, or defendant’s label or package, Exhibits B, B-1 and 
B-3, to the original bill of complaint, or Exhibits B-5 or B-6 to the 
supplemental bill.” 


Both parties have appealed, the plaintiff asserting that the in- 
junction is too narrow, the defendant that no injunction should 
have been granted. 
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Keyes Winter, John C. Pemberton, (Walter A. DeCamp, Ed- 
ward §. Rogers, Allen M. Reed, of counsel) all of New 
York City, for appellant. 

A. P. Bachman, (A. P. Bachman, Richmond J. Reese, of coun- 
sel) all of New York City, for appellee. 


Swan, C. J.: The defendant contends that it is priviledged 
to do whatever William A. Woodbury may lawfully do, and that 
prior litigation has already adjudicated that plaintiff can not en- 
join William A. Woodbury from trading in the manner complained 
of. This requires a somewhat detailed examination of the prior 
litigation. 

The first case in point of time is Jergens Co. v. Woodbury, 197 
N. Y. 66. This was a suit brought by plaintiff’s predecessor in 
1907 against John H. Woodbury and the Woodbury-McGrath 
Company to prevent their marketing soap as ‘“Woodbury’s New 
Skin Soap.” The opinion of the Special Term appears in 55 N. Y. 
Mise. 404. It refers to the contract of 1901 and finds that the 
facial soap transferred thereby was known as Woodbury’s Facial 
Soap and Woodbury Soap, and that in advertisements of it the 
name of Woodbury was the feature; that the wrapper and box of 
the defendants’ product are not identical with the wrapper and box 
of the plaintiff, except for the name “Woodbury,” which is promi- 
nently displayed on each box and cake; and that the public is likely 
to be misled. The injunction restrained the sale of any soap under 
the name “Woodbury,” or under any name which contained Wood- 
bury as any part thereof. This injunction was affirmed by the 
Appellate Division without opinion, 128 N. Y. App. Div. 924. The 
Court of Appeals modified the injunction so as to enjoin “selling or 
offering for sale the soap known as “Woodbury’s New Skin Soap,’ 
or any other soap under such a name or designation, or put up 
or prepared in such a manner as to be calculated to lead the 
public or trade to believe that in purchasing said soap they are 
purchasing ‘““Woodbury’s Facial Soap” or a new brand thereof. The 
opinion states that the injunction was right in restraining the de- 
fendants from making and selling “Woodbury’s New Skin Soap” 
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because the trial court found this calculated to mislead the public, 
but it said that the injunction went too far in forbidding the use of 
the name Woodbury on any soap, because under the contract of 
1901 the plaintiff had acquired only the facial soap, and therefore, 
John H. Woodbury still had the privilege of using his own name on 
other soaps in a manner not calculated to deceive the public into 
thinking them to be identical with the plaintiff’s facial soap. 

This case is not, and counld not be, claimed to be res adjudi- 
cata as against William A. Woodbury or those in privity with him. 
However, if it is to be followed by us, its holding would appear to 
be equally applicable to William A. Woodbury, who was also a 
party to the 1901 contract. 

The second decision is Andrew Jergens Co. v. Woodbury, Inc., 
273 F. 952 (D. C. Del.) [11 T. M. Rep. 192]. The complainant 
in this suit was the plaintiff in the suit at bar; the defendants were 
three Delaware corporations, Woodbury, Inc., Woodbury System, 
Inc. and Wm. A. Woodbury Distributors, Inc. The opinion of 
Judge Morris describes this as a suit to enjoin alleged trade-mark 
infringement and unfair competition, the Jergens Company assert- 
ing a right to the exclusive use of the name Woodbury or Wood- 
bury’s and of the neckless head trade-mark in connection with toilet 
articles generally and not solely in connection with the eight com- 
modities specified in the 1901 contract. The claim in respect to 
toilet articles not specified in the 1901 contract was based upon an 
assignment in 1909 by the trustee in bankruptcy of the Institute. 
After an extended examination of the complainant’s claims, the 
judge concluded that its only rights in the trade-mark and in the 
name “Woodbury” were those acquired by the contract of 1901. He 
then proceeded to the issue whether these rights had been shown 
to be infringed. As to two of the defendants, there was no evidence 
of infringement, but Wm. A. Woodbury Distributors, Inc., had, 
under its own name or that of Wm. A. Woodbury, sold some 
articles by virtue of rights acquired from him. The judge found 
that when selling goods not of the species covered by the 1901 
contract, it had used the neckless head trade-mark, but had not 
used it upon articles which were acquired by complainant under 
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the 1901 contract. Among the articles upon which the trade-mark 
had not been used were “Wm. A. Woodbury Kleen Odor Soap, Wm. 
A. Woodbury Sea Maid Soap, Wm. A. Woodbury Olive and Palm 
Soap, Wm. A. Woodbury Dentate, and Mercuric Iodide Soap.” 
Judge Morris said: 


“It cannot be denied that the evidence discloses that some confusion 
exists in the public mind as to the origin of the articles of the respective 
parties, yet, so far as I have been able to discover from the evidence, such 
confusion as does exist arises from the exercise of the legal rights of the 
respective parties, and not from any wrongful act of the Distributors. 
Such confusion seems wholly attributable to the fact that two separate and 
distinct corporations deriving fheir title from a common source, have the 
right to use the same mark and name upon different articles and prepara- 
tions of the same general class, and to the further fact that an individual 
has, subject to certain conditions (observed, I think, by the Distributors), 
the right to use his name in his business, although his surname may have 
acquired a secondary meaning, and to transfer that business to a corpora- 
tion bearing his name.” 


He then states that the test of infringement was decided in 
the New York case already discussed and that measured by that 
test no infringement is here shown. He concludes: 

“While I have given this limited detailed consideration to the question 
of infringement of complainant’s rights by the Distributors, I do not 
understand the complainant to contend that the defendants or any of them 
have violated or threatened to violate any rights which the Jergens Com- 
pany claims under the 1901 contract, its charges of infringement having 
been predicated mainly, if not entirely, upon the hypothesis that it has the 


sole and exclusive right to use the neckless head trade-mark and the name 
‘Woodbury’ upon toilet articles and dermatological preparations.” 


Therefore, the bill was dismissed. This was affirmed in 279 F. 
1016 (C. C. A. 8) in a brief per curiam opinion. 

Although William A. Woodbury was not a party to that suit, it 
is contended that because the defendants had acquired from him 
the privilege of using the name “Woodbury,” the decision that 
plaintiff could not enjoin its use by those defendants on their 
products is res adjudicata in this suit against the present defend- 
ant to whom Woodbury has given a similar privilege in respect to 
its products. Passing the question whether the doctrine of 
estoppel by judgment works backward to bind predecessors in title, 
as well as forward to bind successors in title, it is sufficient to point 
out that the issues in the two suits are different. First, none of the 
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soaps complained of in the present suit could have been involved 

in the Delaware case since their manufacture and the use of the 

labels complained of began later. Second, there was no contention 
in that case that plaintiff’s rights under the 1901 contract had been 
violated. Judge Morris expressly so states. Third, there was no 
finding that the public was deceived into thinking the defendant’s 
goods were identical with complainant’s facial soap; Judge Morris 
stated the opposite. 

In the instant case, the plaintiff does charge violation of its 

rights under the 1901 contract, and there is an express finding that 
the defendants’ soaps do deceive the public into believing they are 
plaintiff's product. The issues and the evidence being different, 
the doctrine of res adjudicata can find no place. Even if it were | 
conceded that the case held that what Woodbury was then doing | 
was not calculated to deceive the public into supposing that he was 
selling plaintiff's facial soap, it is difficult to see how that could be 
conclusive of the issue whether what he is now doing is so calcu- 
lated to deceive. It has been frequently said that in controversies of 
this character, each case must, in a measure, be a law unto itself. 
See Von Mumm v. Frash, 56 F. 830, 835 (E. D. N. Y.); Dennison 
Mfg. Co. v. Scharf Tag & Co., 121 F. 818, 818 (C. C. A. 6); Auto 
Acetylene Light Co. v. Prest-O-Lite Co., 264 F. 810, 815 (C. C. 
A. 6) [10 T. M. Rep. 320}. 

A third case relied upon by defendant is Andrew Jergens Co. 
v. William A. Woodbury. This was filed in the United States 
District Court for New Jersey at the same time as the bill in the 
Delaware district already discussed. It was drawn on the same 
theory as to plaintiff's rights. After the Delaware decision, the 
New Jersey bill was dismissed for lack of prosecution by the 
plaintiff. No evidence was introduced. The issue in the present 
suit was not, and could not have been passed upon in that case. 

We agree, therefore, with the learned District Court that it is 
still open upon proof of facts for a court of equity to ascertain 
whether or not a Woodbury by himself or through another is de- 
ceiving the public into thinking that his soap is plaintiff's facial 
soap or a new brand thereof. 
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The defendant further contends that the plaintiff should have 
no relief because it has not come into equity with clean hands. 
This is predicated upon plaintiff’s conduct in (1) having sold cold 
cream and shaving cream under the name Woodbury, which it ac- 
quired no right to do under the 1901 contract, and (2) having issued 
without right what it called a “Woodbury Book,” and (3) having 
changed the original formula of “John H. Woodbury’s Facial 
Soap.” The first two matters are not closely enough related to 
the present issue, unfair competition in respect to Woodbury’s 
Facial Soap, to require consideration. Shaver v. Heller §& Morz 
Co., 108 F. 821, 834 (C. C. A. 8). The last seems to us to be an- 
swered by Coca-Cola Co. v. Koke Co., 254 U. S. 143 [10 T. M. Rep. 
441]. As there said with respect to Coca-Cola, the name has come 
to mean an article coming from a single source and well-known to 
the community, rather than a compound of substances according to 
a particular formula. See also Le Blume Import Co. v. Coty, 293 
F. 344, 360 (C. C. A. 2) [13 T. M. Rep. 233]. 

The defendant also argues that it is not responsible for de- 
ception which may be practised in the sale of the soap because it 
merely manufactured it for William A. Woodbury. Defendant 
knew, however, that plaintiff manufactured and sold “Woodbury’s 
Facial Soap.” If, therefore, the soap as wrapped and delivered 
by defendant to Woodbury or on his order is likely to deceive the 
ultimate purchasers and come into unfair competition with plain- 
tiff’s product and does do so, we have no doubt that defendant is 
liable as a contributory infringer. N. K. Fairbank Co., v. Bell 
Mfg. Co., 77 F. 869, 878 (C. C. A. 2); Von Mumm v. Frash, 
supra; Wolf Bros. & Co. v. Hamilton-Brown Shoe Co., 206 F. 611 
(C. C. A. 8) [38 T. M. Rep. 415]; Guggenheim v. Cantrell § Coch- 
rane, Ltd., 10 F. (2d) 895, 897 (Ct. App. D. C.) [16 T. M. Rep. 
81; Warner & Co. v. Lilly § Co., 265 U. S. 526, 530 [14 T. M. 
Rep. 247]; Nims, Unfair Competition, 2nd ed., 667. 

The learned District Court has found that the plaintiff's Wood- 
bury’s Facial Soap was the first to become and remains today the 
best known Woodbury soap on the market; that there is a wide- 
spread confusion between the soap of the plaintiff and the Wm. 
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A. Woodbury soap manufactured by defendant, the public believ- 
ing that the one source is the original Woodbury and his Institute; 
and that this confusion has been intentionally caused by William 
A. Woodbury by subtle advertising and the use of the wrappers 
complained of. We think the evidence clearly supports these find- 
ings. While certain recent advertisements of plaintiff’s soap give 
basis for the argument that plaintiff is emphasizing the name 
‘Woodbury Soap” instead of “Woodbury’s Facial Soap” for its 
product, this falls far short of sustaining the contention that the 
confusion between plaintiff's and defendant’s goods has been brought 
about by the plaintiff itself. Even in the days when the soap was sold 
and advertised by the Institute the name Woodbury was the feature 
of such advertisements. See Jergens Co. v. Woodbury, 56 N. Y. 
Mise. 404. From the foregoing findings of fact, injunctive relief 
should follow, for such conduct is contrary to the law of fair dealing. 
The principle that “‘no man has a right to represent his goods as the 
goods of another,” is applicable to misrepresentations by the use 
of a proper name as well as by other means, even though the name 
be one which the defendant would ordinarily be privileged to use. 
Rogers v. Rogers, 70 F. 1017 (C. C. A. 2); Clark Thread Co. v. 
Armitage, 74 F. 936, 943 (C. C. A. 2); Walter Baker & Co., Ltd. v. 
Sanders, 80 F. 889 (C. C. A. 2); Vick Medicine Co. v. Vick Chemi- 
cal Co., 11 F. (2d) 33 (C. C. A. 5) [16 T. M. Rep. 67] ;Garrett v. 
T. H. Garret & Co., 78 F. 472 (C. C. A. 5); Royal Baking Powder 
Co. v. Royal, 122 F. 337 (C. C. A. 6); Chickering v. Chickering 
& Sons, 215 F. 490 (C. C. A. 7) [4 T. M. Rep. 279]; Jergens Co. 
v. Woodbury, 197 N. Y. 66. As Mr. Justice Holmes says in 
Waterman Co. v. Modern Pen Co., 235 U. S. 88, 94 [5 T. M. Rep. 
1]. “There is no distinction between corporations and natural per- 
sons in the principle, which is to prevent fraud.” 

We come then to the precise terms of the injunction. We 
may premise our remarks with the statement that if any relief is 
to be given against unfair trading it should be such as will be 
effective. See Warner & Co. v. Lilly & Co., supra; Chickering v. 
Chickering & Sons, supra. The proof shows that the name Wood- 
bury as applied to soap suitable for the face means the long 
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familiar facial soap of the neckless head Woodbury, or his succes- 
sors in business, and that featuring the name Woodbury on de- 
fendant’s goods leads to confusion. Therefore, to be effective the 
injunction should forbid the use of that name as part of the title 
or designation under which defendant’s soap is to be marketed. 
The cases involving Baker’s Chocolate, Walter Baker §& Co. v. 
Sanders, supra, and Walter Baker & Co. v. Slack, 130 F. 514 
(C. C. A. 7), go almost this far though perhaps not quite, since 
there permission was given to add a distinguishing suffix. In the 
Chickering case the defendants were forbidden to use ‘“Chicker- 
ing” as the name of their piano. The individual has, however, the 
privilege of using his own name in a manner which is not unfair 
trading. Therefore, Wm. A. Woodbury may say that the soap he 
sells is manufactured by or for him, provided he does so in a way 
to avoid confusion as, for example, by the phrase, ‘““Not connected 
with the makers’ ‘Woodbury’s Soap.’”’ See the Waterman Pen case, 
and Baker’s Chocolate cases, supra. We should also be justified in 
requiring that his name should not appear upon the top of the 
wrapper, but on the sides or bottom. Royal Baking Powder Co. 
v. Royal, 122 F. 337 (C. C. A. 6). 

Similar principles apply to the statements on the wrappers 
referring to Wm. A. Woodbury as managing director and president 
of the celebrated Dermatological Institute founded by the late 
John H. Woodbury. It is urged that a man is privileged to tell 
the truth about himself and that this statement does no more. But 
a half truth is often as deceptive as a falsehood. For years the 
names of John H. Woodbury and his Institute have been associated 
in the public mind with the soap known as Woodbury’s Facial Soap 
or Woodbury Soap. A reference to these names on the wrapper 
of a soap made by another Woodbury would necessarily cause con- 
fusion as to the source of the article and we have no doubt the 
trial judge was right in finding that this was the intended result. 
See paragraph 7 of the Chickering injunction, 215 F. 501. [4 T. M. 
Rep. 282]. 

The views we have expressed are in substantial accord with 
those found in the opinion of the learned District Court. We 
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think, however, that these views are not fully carried out in the 
phraseology of the injunction. The first two paragraphs quoted 
in the statement of facts should be modified to read as follows: 

From selling, offering for sale, or putting on the market, 
directly or indirectly, any soap intended for facial use with a 
wrapper or other advertising on which the name “Woodbury” or 
‘“‘Woodbury’s” appears as part of the title or name of the soap, or 
from using the name “William A. Woodbury” or any abbreviated 
form thereof except upon the back or sides of the wrapper or 
package and accompanied by a plain disclosure that said William A. 
Woodbury is not connected with the makers of ““Woodbury’s Facial 
Soap” and that his soap is not Woodbury’s Facial Soap or some 
new brand thereof. 

From selling or offering for sale, manufacturing, or wrapping, 
soap intended for facial use upon the wrapper of which, enclosing 
advertisement or otherwise, there appears a reference to either 
“John H. Woodbury” or the “Woodbury Dermatological Institute” 
unless there shall also appear a plain disclosure that the plaintiff 
is the successor of said John H. Woodbury and said Institute in 
the manufacture and sale of ‘““Woodbury’s Facial Soap.” 

The third paragraph should be limited by inserting after the 
word “soap” where it first appears in said paragraph, the words 
“intended for facial use.” 

To the fourth paragraph should be added the following: 

Or any other label, package or representation which by imita- 
tion, color, or otherwise is calculated to cause defendant's goods to 
be passed off as and for the plaintiff's. 

In other respects, the decree is correct, and as thus modified it 
is affirmed, with costs to the Andrew Jergens Company. 
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HerMaN NeExson Corporation oF Mo.ine, Iti. v. Cotumsus 


Heatine & VENTILATING Co. 
(11 Fed. [2] 273) 


United States Circuit Court of Appeals, Sixth Circuit 
February 8, 1926 
Rehearing denied April 16, 1926 


TrapE-Marks AND TrapE-Names—UnrFair ComMPeTITION—TRADE-MARK FOR 
VENTILATOR Hetp Not INFRINGED. 
Trade-mark “Univent” for ventilator apparatus held not infringed 
by another’s use of trade-mark “Heatovent.” 


In equity. Appeal and cross-appeal from the District Court 
of the United States for the Eastern Division of the Southern Dis- 
trict of Ohio. 


Clarence E. Mehlhope, of Chicago, Ill. (Offield, Mehlhope, 
Scott § Poole, of Chicago, Ill., on the brief), for ap- 
pellant. 

H. A. Toulmin, Jr., and H. A. Toulmin, both of Dayton, Ohio 
(James M. Butler, of Columbus, Ohio, on the brief), for 
appellee. 


Before DonanvE and Moorman, Circuit Judges, and Sessions, 
District Judge. 


DonanveE, C. J.: This is an appeal from a decree dismissing 
a bill of complaint filed by the Herman Nelson Corporation, charg- 
ing the Columbus Heating & Ventilating Company with infringe- 
ment of four patents relating to apparatus for the ventilation of 
buildings: 

* * * * * * * *” 

The defenses are invalidity and noninfringement. 

The device alleged to infringe is a ventilating unit bearing the 
trade-mark “Heatovent,”’ installed by the defendant in the House 
of Representatives in the State House at Columbus, Ohio. The 
District Court found the Hubbard patent valid, but not infringed; 
that the claims in suit of the Shurtleff patent were not infringed, 
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but made no finding as to their validity. The court further found 
that the plaintiff's trade-mark, “Univent,’ was not infringed by 
the use of defendant’s trade-mark “Heatovent,’ and dismissed the 
bill of complaint. From the part of the decree finding no infringe- 
ment, plaintiff appealed, and defendant also filed a cross-appeal 
from that part of the decree adjudging the claims in suit of the 
Hubbard patent valid.’ 


Estate Stove Co. v. Gray & Duptey Co. 
United States District Court, Middle District of Tennessee 
July 21, 1927 


Trape-Marks—Unrairk Competition—Use or Coton aNnp UTILITARIAN 

FEeaTurREs. 

Where both parties made and sold stoves and heaters, the plaintiff 
under the name “Heatrola,” and defendant under the name “Washing- 
ton Home Furnace,” and where it appeared that the use by defend- 
ant of grained mahogany or walnut color in enameling its heaters 
was shown to be functional and utilitarian, such use did not amount to 
unfair competition with plaintiff company, whose heaters were similarly 
enameled, since the latter has no monopoly of size, shape or color. 
SamME—SAME—DISTINGUISHING FEATURES. 

In the case at issue, defendant by plainly marking its heaters 
with its own name and address and by stressing the origin of the 
goods in all its advertising exercised due care against any deception 
of the public, particularly as the latter when buying stoves and heat- 
ers is habitually careful to examine same and to notice their make. 


In equity. Action for alleged unfair competition. Dismissed. 


Gore, J.: Plaintiff was organized in 1905 as an Ohio cor- 
poration. It, and its predecessors, who were organized in 1845, 
have continuously engaged in the business of manufacturing heat- 
ing and cooking stoves, and other heating appliances. 

In February, 1921, plaintiff created, developed and put upon 
the market, a heater of distinctive design and characteristic ap- 

‘Only that portion of the decision relating to the alleged trade-mark 
infringement is here given. On this feature of the case, the decision of 


the District Court, holding that there was no infringement, was affirmed. 
Ep. 
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pearance, made to simulate a decorative article of furniture, having 
the general appearance and finish of the well-known cabinet phono- 
graph. Said heater is strikingly different from any heater pre- 
viously manufactured or sold in the United States. It consists of 
an inner heating unit, composed of a square base; square ash pit 
and ash pan; a fire bowl and grate, combustion chamber, and air 
duct; and an outer jacket of steel, square or rectangular in shape, 
of straight lines—no ornamentation—and finished in a coating of 
grained vitreous enamel, brown or mahogany in color, which is at- 
tached to the top and base of the heating unit. The principle of 
heating is by taking in cold air through louvers at the bottom, which 
passes upward between the heating unit and the outer jacket, and 
emitted through the air duct and grille work at the top, and thence 
circulated to different portions of the house. The stove is 4914 
inches in height, 23 inches wide, and 23 inches deep, and has, just 
below the grille in front, a name-plate 1 inch by 21% inches, bear- 
ing the words “Estate Heatrola, Reg. U. S. Pat. Off. No. 4 D, 
Patents Pending. The Estate Stove Company, Hamilton, Ohio’ ; 
on the feed door, in front, are the words in large raised letters: 
“Estate Heatrola,’ and on the inside of the feed door, in raised 
letters: “The Estate Stove Company, Hamilton, Ohio, U. S. A., 
Estate Heatrola.” Plaintiff sold said heater under the registered 
trade-name of “Estate Heatrola.” It is designed, and eminently 
successful, for heating small houses of four to six rooms, and one 
of the attractive features, aside from the appearance, is the 
economy in the space it occupies. 

Continuously, since 1921, plaintiff has manufactured and sold 
large and increasing numbers of said heaters, and by extensive ad- 
vertising has created and built up a large industry therein; sales 
increasing from 5,000 in 1921 to 8,000 in 1922, 12,500 in 1923, 
to 14,500 in 1924, 16,500 in 1925, and 18,900 in 1926. It adver- 
tised this heater in daily and weekly newspapers, magazines of 
national circulation, pamphlets, catalogues, letters and post cards, 
exhibited it at state and county and agricultural fairs, and every 
other conceivable agency was employed. It spent more than three- 


quarters of a million dollars in advertising, and together with its 
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retail dealers, spent two million dollars, or more, in advertising, 
and at the time of the trial, had four thousand (round numbers) 
retail merchants throughout and in every portion of the United 
States, selling its ‘““Heatrola.” 

For many years prior to the advent of the “Heatrola’”’ circulat- 
ing heaters—that is, heaters with an inner heating unit and an outer 
jacket—had been on the market, but the outer jacket in all those 

; 
were square, some round, and were decorated with urns, nickel 
plated railings, handles, foot rests, feed doors, etc., and there 
was no effort to camouflage the “stovey” appearance, and they had 


were perforated from top to bottom; were highly ornamented; some 


the appearance and were readily recognizable as stoves. 

Vitreous enamel has been known to the industry for many 
years, as well as square or rectangular stoves, and different colors 
(including brown or mahogany) have been employed, but this is 
the first stove representing, in appearance, a decorative piece of 
household furniture. 

Defendant, a Tennessee corporation, has been manufacturing 
stoves since 1905. Prior to that time it was engaged in the whole- 
sale hardware business at Nashville. It sold its hardware business 
in 1925, since which time it has been engaged in the manufacture 
of stoves and heating appliances exclusively. It was incorporated 
in 1895, succeeding a copartnership organized in 1869. 

Defendant brought out its circulating heater in 1925, which is 
very similar in appearance to plaintiff's Heatrola. It is 51 inches 
in height, 23 inches deep and 23 inches wide, and is made to 
operate upon the same principles as the Heatrola, and was of 
grained mahogany, vitreous enamel finish, free of ornamentation. 
It also brought out the same stove in plain finish—no enamel—both 
under the name of ‘Washington Home Furnace.” Defendant 
spent considerable sums of money advertising its Washington 
Home Furnace, but the amount is inconseqeuential as compared to 
the sum spent in advertising the Heatrola. 

Plaintiff adopted as a sales slogan for its Heatrola, and pub- 
lished same in advertisements, and under the cuts in newspapers, 
ete., “No, this is not a phonograph,” and “Now comes a heater that 
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looks like a phonograph and works like a furnace,’ and defendant 
adopted the slogan and used in its advertisements: “No, this is 
not a victrola.” 

Neither the name of the heater, nor the name of the manu- 
facturer of the “Washington Home Furnace” appears on the out- 
side of same, but the name “Washington Home Furnace, Gray & 
Dudley Company, Nashville, Tennessee,’ appears in large raised 
letters on the firescreen and on the inside of the feed door. 

Defendant had never previously manufactured or sold circu- 
lating heaters of any character, and its reason for bringing out the 
“Washington Home Furnace” to resemble a “‘victrola,” as testified 
to by its executive officers, was because its salesmen in 1924 told 
them of the demand for this type of circulating heater, and it was 
to satisfy this demand that they put the “Washington Home 
Furnace” on the market. 

Prior to the coming out of the “Washington Home Furnace,’ 
and subsequent to 1921, some 14 other manufacturers had made 
and put upon the market similar stoves, and defendant’s officers had 
seen, examined and measured the Heatrola and some three or four 
of the other stoves, before designing and manufacturing its Wash- 
ington Home Furnace; and at the time of the trial, some 75 or more 
manufacturers were making and selling stoves of this general type. 

The height of the inner heating unit is an important factor in 


the capacity of a circulating heater, because the cold air coming in 
through the louvers at or near the base must not be heated before 


it is emitted at the top; hot air travels with greater velocity and to 
a further extent than does semihot air, and air passing a short heat- 
ing unit will not be heated to the same degree as it will if it pass 
a higher heating unit; and the outer jacket must be high enough 
to enclose the inner heating unit, and the stove, to be attractive, 
must be of sufficient height (but not too high) to harmonize with 
the furniture in the room; must be sufficiently large to heat four to 
six rooms, and small enough to be taken through the doors, and 
the color must also harmonize with the furnishings. 

A design patent was issued to plaintiff in 1921, upon its 
“Heatrola,” but this is not a suit for infringing a patent, or trade- 
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mark, and the patent was offered in evidence only to substantiate 
the truth of its advertisements. Defendant also had a design pat- 
ent upon its “Washington Home Furnace” issued in 1925. 

The complaint is that defendant copied and simulated the 
nonfunctional appearance of the Heatrola, in size, color and shape 
of the outer jacket, which plaintiff had arbitrarily designed and 
placed upon the market, and for which it had, at great expense and 
effort, created popular acceptance and demand, as unfair competi- 
tion, and the basis of this suit. 

In a circulating heater the outer jacket is as necessary as the 
inner heating unit, and is, therefore, functional, and since neither 
plaintiff's patent, nor trade-mark, is involved, defendant had the 
right under the law, to copy plaintiff's heating unit, and encase it 
in an outer jacket, leaving then, only the shape and color of the 
outer jacket in dispute, which plaintiff insists are nonfunctional. 

Plaintiff must recover, if at all, upon the sole ground of unfair 
competition; and it is fundamental that it “is entitled to relief 
against unfair competition only where defendant attempts to palm 
off on the purchasing public, his goods as the goods of plaintiff.” 
Upjohn Co. v. Wm. S. Merrell Chemical Co., 289 Fed. (6 C. C. A.) 
209 [11 T. M. Rep. 87]; * * * it is invariably held that the essence 
of the wrong consists in the sale of the goods of one manufacturer 
or vendor, as those of another * * *” Canal Co. v. Clark, 13 Wall. 
322. There are numerous cases in the reports, but this is the 
principle underlying all of them. 

It is conceded in writing (see order of Court, April 23, 1926, 
and letter under date of May 24, 1926, in response thereto, from 
plaintiff's counsel to defendant’s counsel) that plaintiff is in posses- 
sion of no information of any particular act done, or representation, 
declaration or statement made, by any agent of defendant whereby 
it is claimed that defendant was guilty of “palming off” or attempt- 
ing to “palm off” its heater for plaintiff's heater, or guilty of any 
act which would amount to unfair competition. But plaintiff insists 
that defendant is guilty of unfair competition because of the “physi- 
cal and other resemblances between defendant’s heater and plain- 
tiff’s heater, defendant’s advertisements and other literature and 


| el 
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those of plaintiff.” No attempt upon the part of defendant to 
defraud plaintiff or the public by selling its stove as the stove of 
plaintiff is shown. It exercised due care to guard against any 
deception of the public into buying its ““Washington Home Furnace’”’ 
in the belief that it was purchasing plaintiff's “Heatrola.” The 
words “Washington Home Furnace, Gray & Dudley Company, 
Nashville, Tennessee,” are in large raised letters on the firescreen 
and inside of the firedoor, in such a prominent place that they 
cannot possibly escape the view of one opening the door (and it 
was shown that the purchaser invariably does this in inspecting a 
stove), and in all its advertisements and literature, it stresses the 
fact that the “Washington Home Furnace” is manufactured by 
“Gray & Dudley Company, at Nashville, Tennessee,” and the prod- 
ucts of the “Gray and Dudley Company” are known, and have 
been sold for 20 years in every section of the United States. 
Plaintiff concedes in its brief that defendant is free to manu- 
facture and sell a circulating heater so long as it does not imitate 
the nonfunctioning appearance of plaintiff’s circulating heater, and 
insists that imitation of the nonfunctional appearance of plaintiff's 
heater by defendant, of itself, amounts to unfair competition, and 
is calculated to cause confusion and result in the sale of defendant's 
heater to persons desiring to buy plaintiff's heater, even if it has 
not, by act, or word, done anything which has, or is calculated to 
result in such confusion. But this argument fails, if the size, shape 
and color of the outer jacket of the Washington Home Furnace is 
functional. The rule announced in Rathbone, Sard & Co. v. Cham- 
pion Steel Range Co., 189 Fed. (6 C. C. A.) 26 [1 T. M. Rep. 
259], that “so far as concerns the ornamental dress of the stove, 
it is clear that as complainant had no patent on the design, it had 
no monopoly thereof, and that anyone was free to copy it so long 
as it did not attempt thereby to palm off his goods as those of com- 
plainant, and took good care to guard against any deception of the 
public into buying in the belief that it is purchasing complainant’s 
goods” (citing authorities). “‘And it results from this principle 
that the adoption by one manufacturer of the characteristic fea- 
tures of another's product, common to articles of that class, does 
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not of itself amount to unfair competition” (citing authorities), 
applies with particular force to the instant case because of the 
similarity of facts of the two cases. 

Defendant’s officers, who testify, deny that it undertook to 
simulate the Heatrola, and insist that the Washington Home Fur- 
nace was the result of a demand by the public for a heater of that 
type. The demand for that type of stove was evidently created, 
largely, by the extensive advertising by plaintiff of its Heatrola. 
But even if defendant copied plaintiff's Heatrola because it ex- 
pected to gain commercial benefit from the copying, this is not 
sufficient: “to be condemned it must have expected to practice a 
fraud or contribute to the practicing of it.” Upjohn v. Merrell, 
Ibid. In the leading case of Flagg Mfg. Co. v. Holoway, 178 Mass. 
83, et sec., opinion by Judge (now Mr. Justice) Holmes, it was 
said: “* * * whereas the instrument sold is made as it is, partly at 
least, because of a supposed or established desire for instruments 
in that form. The defendant has the right to get the benefit of 
that desire even if created by the plaintiff. The only thing it has 
not the right to steal is the good will attaching to plaintiff's person- 
ality, the benefit of the public’s desire to have goods made by 
plaintiff. * * *” 

The proof shows that a stove of this type and price is not 
bought in a careless manner, as is a smaller article of little value, 
but it is bought after a thorough investigation, and careful examina- 
tion, and upon the warranties and reputation of the manufacturer, 
and retail dealer. Such also is true in other reported cases, espe- 
cially in Rathbone, Sard Co. v. Champion Steel Range Co., Ibid 32. 
A concrete example is in the case of a farmer buying small tools or 
farm machinery; he is indifferent as to the origin of small articles, 
such as hammers, files, etc., but if he goes to buy a wagon, mower, 
reaper, or any implement requiring the outlay of considerable 
money, he is interested to know the reputation of the article and its 
manufacturer, and will invariably inquire into and investigate these 
questions before purchasing, even from his own reliable retail 
dealers; the same applies to the purchase of a watch, a piano, or 

any other high-priced commodity. 
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While defendant was in the wholesale hardware business, and 
since it has been manufacturing stoves, it has used its registered 
trade-name, “Washington,” or “Washington Line,” on its high- 
grade merchandise. It is now manufacturing the Washington 
Home Furnace, and a small circulating heater designed for the use 
of coal or wood, which it calls its “Francis Washington Heater,” 
and is in the act of putting on the market another small circulating 
heater, under the name of “Martha Washington.” It has built 
up an enviable reputation in all sections of the United States for 
its “Washington Line” of merchandise, and its success in business 
depends upon maintaining same; so, is it not reasonable to believe 
that it would endanger this reputation by undertaking to fradulently 
“palm off” its Washington Home Furnace as the manufacture of 
plaintiff? All it did was to take advantage of the demand created 
by plaintiff and other manufacturers of circulating heaters of the 
cabinet type, to sell its heater, but it has been careful to advertise 
it as its own make, and endeavored to impress its merits and origin 
upon the buying public by the reputation it has built up for the 
“Washington Line,” and in this it has acted within the law. This 
may be unethical, but it is not unlawful. 

There is some conflict in the evidence as to whether the size, 
shape and color of the outer jacket of the Washington Home Fur- 
nace is functional, or nonfunctional. The proof shows that a circu- 
lating heater of the round type will function as efficiently as will 
one of the square or rectangular type; and, of course, a blue, or a 
gray, or any colored outer jacket will function the same as a 
grained mahogany or walnut, so far as circulating heat is con- 
cerned: but the weight of the proof is that the shape and color of 
the outer jacket of the Washington Home Furnace is functional and 
utilitarian, because it is more economical to enamel a flat surface 
than a circular one; it is cheaper to enamel a grained mahogany or 
walnut than a light color, because the first coat of enamel for any 
color must be dark, and, therefore, it requires a thicker top coat 
for a light color than it does for a dark color, and a thin coat of 
enamel is preferable to a thick one; and because further, a small 
defect on the dark color is not so noticeable as a defect on a light 
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color; and may be concealed on a dark color by the graining, and, 
therefore, there are fewer rejects in assembling the parts. De- 
fendant also insists that the shape and color is functional because 
it fits into present-day color schemes of house decoration, and, 
therefore, is more saleable. I conclude that all these elements enter 
into the manufacture of a stove of this type, and that the size, 
shape and color of the outer jacket are functional and utilitarian, 
and, therefore, defendant in simulating plaintiff's heater in size, 
shape and color, has imitated functional features, and under the 
authorities it cannot recover. Luminous Unit Co. v. R. Williamson 
Co., 241 Fed. 265 [7 T. M. Rep. 432]; Pope Automatic Mds. Co. 
et al. v. McCrum-Howell Co., 191 Fed. 979 [2 T. M. Rep. 109]; 
Wm. A. Keller, Inc. v. Chicago Pneumatic Tool Co., 298 Fed. 52 
[13 T. M. Rep. 393] ;Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 
169. 

Plaintiff, of course, has no monopoly upon size, shape or color. 
They are all open to the public and a manufacturer has a right to 
collocate and utilize all of them in the manufacture of its product 
without running the danger of being enjoined for unfair competi- 
tion, by some other manufacturer who may have previously adopted 
the same collocation, just so it takes care to market its goods as 
of its own make, and “so conducts its business as not to palm off 
its goods as those of complainant”; Howe Scale Co. v. Wyckoff, 
Seamans & Benedict, 198 U. S. 118. It is true that intent is im- 
material if the result is wrongful, and that one manufacturer will 
not be permitted to commit an unfair act to the detriment of an- 
other, but the facts do not make out a case of that kind. 

Counsel for plaintiff, in their brief, cite a number of cases 
from the Supreme Court of the United States, from the Circuit 
Court of Appeals of different circuits, and some State reports, and 
they stress the case of Upjohn Co. v. Wm. S. Merrell, Ibid, as the 
last pronouncement, on the question, by the Circuit Court of Ap- 
peals for this Circuit, as sustaining their contention. If I am 
correct in the conclusion that the size, shape, color and appearance 
of the outer jacket of the Washington Home Furnace are functional, 
then that case is not in conflict, but, upon the contrary, is sustaining 
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authority. In that case, neither the shape nor the color of the 
phenolax wafer was functional or utilitarian. Any one of a great 
variety of shapes and different colors could have been used as 
economically and have been as attractive and saleable as the shape 
and color adopted by plaintiff, and it was held that defendant had 
“inherently and originally, the same right plaintiff had to select from the 
common stock this particular size, shape and color * * *” 


and 


“* * * * Tt would not be credible that defendant adopted this combination 
of characteristics merely because it thought them suitable; there were 
plenty of other sizes, shapes and colors it might have adopted; it must 
have copied plaintiff's complete combination because it expected to get 
commercial benefit from copying. This is not enough; to be condemned 
it must have expected to practice a fraud or contribute to the practicing 
of it. There was room for it to get legitimate benefit from the copying 
through use by those (physicians and patients) who were attracted by the 
selected characteristic and who had no concern as to the maker or as to 


:” 


‘phenolax. 


It might be said that defendant copied plaintiff's complete 
combination because it expected to gain commercial benefit from 
the copying, and still, as held in the Upjohn case: ‘“‘That is not 
enough; to be condemned it must have expected to practice a fraud 
or contribute to the practicing of it.” 

There is, no doubt, room for some confusion to arise by an 
unwary purchaser, because of the similarity of the two stoves, but 
no purchaser of ordinary care and caution, will likely mistake one 
for the other, especially when investigating with a view to pur- 
chasing. The purchaser owes a duty to himself to make sufficient 
investigation to ascertain that the article he buys is the article de- 
sired, and if he do this, he is not likely to purchase the wrong 
stove; and if defendant has used due care to prevent confusion, it 
has done all that is required by the law, and I conclude, and have 
previously stated, that defendant has exercised this care in the 
sale of its Washington Home Furnace. 

Counsel for defendant urge other defenses, but as the bill will 
be dismissed upon the facts, it is unnecessary to discuss those. 

An order will be entered dismissing the bill at plaintiff's cost, 
for which execution will issue. 
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Sun-Marp Raisin Growers or Catirornia v. Moses P. Mosesian 
ET AL. 


District Court of Appeals of California 
July 19, 1927 


Trape-Marks—Unrarr Competition—“Sun-Mamw” anno “Sun-Rayep”— 

SIMILARITIES IN LaBeLs—INJUNCTION. 

Where plaintiffs, a cooperative association comprising seventy- 
five per cent. of the entire raisin growing industry of California, had 
adopted and used for fifteen years a trade-mark consisting of the 
picture of a curly-haired girl wearing a red sun-bonnet, displayed 
on a red background with a picture of the sun, and the words “Cali- 
fornia Sun-Maid Seedless Raisins” thereon, the subsequent use by 
defendants, also growers of raisin grapes, of a similar label closely 
resembling plaintiffs in color, pictorial devices and lettering and bear- 
ing thereon the words “Sun-Rayed Raisins, Grown Without Seeds,” 
was unfair competition and an order granting a preliminary injunc- 
tion restraining the use thereof was affirmed. 

SaME—INFRINGEMENT—Prior Use Paramount. 

In the case at issue, where there is a reasonable doubt as to the 
true interpretation of the idea conveyed by the picture of the girl in 
a sun-bonnet on a background of the setting sun, the doubt should 
be resolved in favor of plaintiffs, who first appropriated the idea, used 
it exclusively for a number of years and registered the words “Sun- 
Maid” in the United States Patent Office. 


In equity. Appeal from an order of the Superior Court of 
Fresno County granting a preliminary injunction restraining in- 
fringements of certain trade-marks. Affirmed. 


Francis J. Heney, of San Francisco, Cal., for appellants. 
John H. Miller, A. W. Boyken, and F. G. Athearn, of San 
Francsico, Cal., for respondents. 


Before SturTEVANT, J., and Noursg, J., and THompson, P. J., 


pro tem. 


Tuompson, P. J., pro tem.: This is an appeal from a pre- 
liminary injunction restraining the appellants from infringing upon 
certain trade-marks. 

For the past fifteen years respondents have been engaged in 
the business of producing, packing and marketing raisins, with 
their principal place of business at Fresno. The Sun-Maid Raisin 
Growers of California is a cooperative association composed of 











386 SEVENTEEN TRADE-MARK REPORTER 






some sixteen thousand members. During the ten years prior to 
the alleged infringement this association handled a raisin business 
aggregating $155,000,000 in value, which included 75 per cent. of 
the entire raisin grape industry of California, and in this period of 
time it expended some $10,000,000 for advertising purposes. Its 
raisin products were largely marketed in one-pound cartons dis- 
playing the trade-marks, the infringement of which is here involved. 

These trade-marks consist of a label for raisin containers, on 
each side of which there appears, over a bright red background, a 
brilliant golden orb representing the sun, which occupies the upper 
portion of the carton. Across the face of the sun appears the 
features and bust of a laughing, curly-haired girl, wearing a red 
sunbonnet. In her hands the maiden holds a tray laden with 
grapes. Below this picture, in conspicuous white letters, is printed 
the following language: ‘California Sun-Maid Seedless Raisins.” 

These trade-marks were exclusively appropriated and used 
by respondents for many years. About 1918 the picture and the 
compound word “sun-maid’’ were separately and jointly registered 
in the United States Patent Office. In 1924 the appellants, who 
were also engaged in the raisin business in California, produced a 
label for their one-pound raisin cartons very closely resembling in 
color, picture and lettering the trade-marks of respondents. With 
this label the appellants proceeded to market their raisin products, 
until they were enjoined by respondents. Appellants also filed 
their label with the United States Patent Office, but its adoption 
was contested, and it has not been recorded. 

The dominant features of the respective cartons are a picture 
of radiant youth over the face of a glowing golden sun, together 
with white lettering emphasizing the words “sun-rayed raisins” 
which appear upon the appellants’ package in lieu of “sun-maid 
raisins” on respondents’ containers; both pictures occupy approxi- 
mately the same space and relative position on each side of the 
respective cartons. All these features appear over a bright red 
background of the same shade. The similarity in the general ap- 
pearance of both labels is persuasive evidence that the original 
trade-marks of respondents inspired the production of the appel- 
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lants’ designs, which were evidently created with the hope of 
profiting by the favorable reputation and extensive advertising of 
respondents’ products. 

Notwithstanding the similarity in colors, picture and language, 
appellants seek to distinguish their label from that of respondents 
by the use of the features of a smiling bareheaded boy over the 
face of the sun, instead of the laughing red-sunbonnet girl; and in 
the use of the term “‘sun-rayed”’ to describe the process of curing 
the grapes, instead of “‘sun-maid” which is employed by respond- 
ents. On the face of respondents’ carton there is printed in con- 
spicuous white letters ‘California Sun-Maid Seedless Raisins,” 
while the firm name is printed on the end of the container. On 
the face of appellants’ carton there is printed in prominent white 
letters “Sun-rayed Raisins, Grown Without Seeds,” in addition 
to which there also appears in inconspicuous yellow letters the 
following language: “Thompson Seedless’’ and “Recleaned and 
packed by California Seedless Raisin Co., Fresno, California, 
U8 a 

This suit was brought by respondents for infringement of 
their trade-marks above described and for unfair competition. 
The complaint contains four counts; the first alleges an infringe- 
ment against the registered trade-mark consisting of the picture 
upon a red background of the laughing red-sunbonnet girl and the 
radiant sun; the second count sets up an infringement against the 
separately registered trade-mark of the compound word “‘sun- 
maid”; the third count charges infringement against the entire 
combination of colors, picture and language; the last count accuses 
appellants of unfair competition. Upon a hearing based on aff- 
davits, the trial court granted a preliminary injunction against the 
appellants, and their representatives, successors and assigns, re- 
straining them from 


“preparing, packing, marketing, advertising, selling or offering for sale 
packages of cartons containing raisins, or raisin products in packages or 
cartons identical with or substantially similar to that shown in Exhibit 
‘E’ attached to the complaint herein, the same being generally packages 
or cartons, having thereon the name ‘sun-rayed’ or with the figure of a 
boy with the sun at his back... .” 
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Appellants seek to vacate or modify this restraining order, as- 
serting that their trade-marks do not constitute an infringement, 
and that respondents have failed to specifically allege or prove 
actual fraud, deceit or sales to any individual who was misled or 
induced to purchase cartons of raisins which he did not intend 
or wish to buy. Analyzing and distinguishing their picture and 
the language printed upon their containers, the appellants claim 
that respondents have no prior or exclusive right to the use of a 
red background with white letters printed thereon, nor to the com- 
bination of colors employed, nor to the picture of the sun. And, 
finally, appellants maintain that the word “sun-maid”’ as it is used 
by respondents is deceiving and misleading, and when correctly 
spelled sun-made, according to the evident intent expressed by 
the picture, it is merely a term common to the trade, describing the 
natural process of drying and curing the raisins. 

Section 991 of the Civil Code provides: 

“One who produces or deals in a particular thing, or conducts a par- 
ticular business, may appropriate to his exclusive use, as a trade-mark, 
any form, symbol, or name which has not been so appropriated by an- 
other, to designate the origin or ownership thereof; but he cannot exclu- 
sively appropriate any designation, or part of a designation, which relates 


only to the name, quality, or the description of the thing or business, or 
the place where the thing is produced, or the business is carried on.” 


(1) It is true that the use of terms which are merely de- 
scriptive of the manner or process by which, or the ingredients with 
which, an article is made, is not subject to registration and will not 
be protected against infringement, particularly where the process 
is open to the use of the general public. (L. R. A. 1916E, p. 633.) 

(2) Arbitrary or fanciful words have a special significance in 
the language of the law of trade-marks, and such terms are sub- 
ject to registration and appropriate protection. But, in the case 
of Indurated Fibre Co. v. Amoskeag Indurated Fibre Co., 37 Fed. 
695, it is said (where such words) 

“do not sufficiently point either by themselves or by association to the 


origin, manufacture of ownership of the article produced, but * * rather 
indicate the quality, class, grade, or style of such article,” 


they are not subject to exclusive use. (Goodyear Co. v. Goodyear 
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Rubber Co., 128 U. S. 598; Falkinburg v. Lucy, 35 Cal. 52; Schmidt 
v. Brieg, 100 Cal. 672; Spieker v. Lash, 102 Cal. 38.) 


It is also true that language which is merely descriptive of the 
process of manufacturing is not susceptible of exclusive appropria- 
tion. (L. R. A. 1916E, 633.) This rule has been applied to the 
following language: Hot forged hammer point nails, shredded 
whole wheat, Oriental Rug Renovating Co., lamb-knit, compressed 
yeast, flaked oatmeal, prime leaf lard. 


“It has been held that ‘a generic or descriptive word cannot be made 
a valid trade-mark by misspelling it (as for example, “Kid Knee Kure,” 
as applied to medicine), or by printing it in letters from the alphabet of a 
foreign language.’ (Hopkins on Trade-Marks, 4th ed., 95.) Mr. Justice 
McKenna said in Standard Paint Co. v. Trinidad Asphalt Mfg. Co., 220 
U. S. 446 [1 T. M. Rep. 10]: “The word (Rubberoid), therefore, is de- 
scriptive, not indicative of the origin or ownership of the goods; and being 
of that quality, we cannot admit that it loses such quality and becomes 
arbitrary by being misspelled. Bad orthography has not yet become so 
rare or so easily detected as to make a word the arbitrary sign of some- 
thing else than its conventional meaning.’ ” 

(8) The mere size and shape of a carton for the marketing of 
a product is not subject to exclusive appropriation, nor is the use 
of a particular color or combination of colors susceptible of regis- 
tration. (So. Cal. F. Co. v. White Star Co., 45 Cal. App. 426 
[10 T. M. Rep. 177]); American Tobacco Co. v. Globe Tobacco 
Co., 198 Fed. 1015 [2 T. M. Rep. 187]. (4) Nor may one ordi- 
narily monopolize, by picture or word, the use of the sun. (Patton 
Paint Co. v. Sunset Paint Co., 290 Fed. 328 [18 T. M. Rep. 335, 
345 ].) 

(5) Following the foregoing well-established rule, it must be 
conceded that language used to describe the mere method of curing 
grapes, or other products, such as sun-cured, sun-dried or sun-made, 
are descriptive terms common to the trade, the exclusive use of 
which as trade-marks the law will not protect. It naturally fol- 
lows that the mere employment of a subterfuge or a play upon 
words, will not suffice to escape the application of the foregoing 
rule. Appellants insist that the purpose of respondents’ picture, 
taken as a whole, with the glowing sun shining upon the tray of 
grapes held in the hands of the smiling girl, together with the use 


390 SEVENTEEN TRADE-MARK REPORTER 


of the words “‘sun-maid raisins,” is a pure subterfuge intended to 
avoid the rule of law, and at the same time convey the impression 
that the raisins were in fact made or cured in the sun. On the con- 
trary, respondents contend that both their picture and the 
accompanying term “sun-maid” are “purely arbitrary and fanciful 
creations” and that the design of the young girl holding the grapes 
with a “radiant golden sun” beaming down upon them “was not 
intended to illustrate the method of preparing raisins, but is merely 
pleasantly suggestive of the sunshine, beauty and abundance of 
our golden state of California,’ and that the “sun-maid”’ discloses 
an original, arbitrary, artistic and appropriate design not commonly 
associated with the description of raisins, and as such should be 
given trade-mark protection. 

It will be noted, however, that the copyrighted term employed 
by respondents was not in fact spelled sunmade. And, while it may 
be argued with much force that as the term was associated with the 
picture of the sun and the tray of grapes, it was intended to mis- 
lead a careless purchaser to assume that it implied that “sun-maid”’ 
raisins really meant sunmade raisins. (6) However, since the 
most prominent feature of respondent’s picture is the smiling 
curly-haired, sunbonnet girl, over the face of a radiant sun, imme- 
diately beneath which is the term “sun-maid,” it does not seem un- 
reasonable to conclude that the compound word “sun-maid’’ refers 
to the idea of the combination of the sun and the girl, and not to 
an incongruous and unnatural distorting of the word, in order to 
construe it to mean a description of the process of curing the 
raisins. 

(7) Assuming that the word is susceptible of appellants’ con- 
struction, and that there is a reasonable doubt as to the true inter- 
pretation of the idea intended to be conveyed by the picture, we are 
of the opinion that that doubt should be resolved in favor of the 
party who first appropriated the idea and exclusively used it for a 


number of years, and who has also succeeded in registering the 
term in the United States Patent Office, and has expended large 
sums of money advertising it as a trade-mark. (N. K. Fairbanks 
Co. v. Ogden Packing § Provision Co., 220 Fed. 1002.) 
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(8) Although the term “sun-maid,”’ standing alone, might be 
subject to appellants’ attack and claim that it is merely a mis- 
spelled word indicating a process of curing grapes, still as an in- 


separable part of a combination picture and ad., a court of equity 


will not draw the distinctions to upset the discretion of a trial court 
in awarding a preliminary injunction where the equities are so 
clearly in favor of the owner of a trade-mark over which he has 
exercised exclusive control and use for a period of ten years or 
more. 

The appellants rely upon the case of S. Cal. F. Co. v. White 
Star Canning Co., supra, wherein it is said: 

“All of the resemblances arise from features that are common to the 

trade, or from the use of a design—the figure of a fish—to which no one 
has an exclusive right. . . . Plaintiff must show deception arising from 
some feature of its own, not common to the public.” 
This was an action to enjoin the sale of tuna fish, canned in tins 
of like size and shape common to the trade, containing a label with 
similar blue background, over which the only other similar feature 
was the picture of a fish. The conspicuous designating trade- 
mark of plaintiff consisted of the words “Blue Sea Tuna,’ while 
defendant’s cans were labeled “White Star Tuna Fish.” The 
Court there said: 


“Except that both labels have substantially the same blue-colored 
background, the figure of a fish, designated to represent the tuna, and 
truthful, printed descriptions of the contents of the packages, the labels 
of the two competitors differ in almost every other respect.” 

The following excerpt was also quoted with approval: 

“A resemblance which would deceive an expert or a very cautious 
purchaser may still give a right of action, but a resemblance which would 
deceive only an indifferent or careless purchaser gives no right of action.” 
The foregoing language readily distinguishes that case from the 
one at bar. 

(9) The benefits of an exclusive trade-mark are to create and 
preserve a favorable reputation, to stimulate the sale of a product, 
and to distinguish it from similar competing products. 

(10) The granting of a preliminary injunction rests in the 
sound discretion of the trial court and will not be disturbed on 
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appeal unless that discretion has been abused. (14 Cal. Jur. 180; 
Lutz v. Western Iron & Metal Co., 190 Cal. 554 [18 T. M. Rep. 
210]; Wilson §& Co. v. The Best Foods, Inc., 800 Fed. 484 [15 
T. M. Rep. 179].) 

A trade-mark may consist in the exclusive use of “any descrip- 
tion of word, letter, device, emblem, stamp, imprint, brand, printed 
ticket, label or wrapper,” etc. (Sec. 8196, Pol. Code.) The ex- 
clusive use of a trade-mark may be secured to the owner thereof by 
registering it with the Secretary of State. (Sec. 3197, Pol. Code.) 
An owner of a trade-mark may be protected in its use by means of 
injunctive relief, even though it may not be registered pursuant to 
law. (Sec. 3199, Pol. Code.) The registration of a trade-mark, 
like the recording of any other instrument, is merely prima facie 
evidence of its validity and ownership. 

(11) An injunction will issue to restrain infringement upon the 
expression of an idea by means of a label or picture, as well as by 
the use of ordinary language. (24 Cal. Jur. 620; Burke v. Cassin, 
45 Cal. 457; Rogers on Good Will, Trade-Marks, etc., p. 69; Aunt 
Jemima Mills Co. v. Blair Milling Co., 270 Fed. 1021 [11 T. M. 
Rep. 104]; Enoch Morgan’s Sons Co. v. Ward, 152 Fed. 690.) 
The value of pictures as a means of conveying an idea has been 
recognized since ancient times. The caveman carved his message 
on the walls of his cave; the Indian boasted of his conquest in 
pursuit of game, or in the waging of war, by means of crude pictures 
cut upon the bark of a tree; the modern picture play vividly por- 
trays the story of life in its varied forms with all its joys and sor- 
rows, its strife and tragic failures, as well as its wonderful achieve- 
ments. 

(12) The test as to infringement against a trade-mark does 
not depend upon an exact similarity in every detail, but if the 
general appearance is such as to deceive a casual purchaser who 
exercises ordinary care in the selection of the article which he 
wishes to buy, its use may be enjoined. (Nims on Trade-Marks, 
2d ed., pp. 235, 585; Canterbury Candy Makers v. Brecht Candy 
Co., 294 Fed. 1018 [14 T. M. Rep. 128]; Gehl v. Hebe Co., 276 
Fed. 271 [12 T. M. Rep. 154]; O. §& W. Thum Co. v. Dickinson, 46 
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App. D. C. 806 [7 T. M. Rep. 288]; National Biscuit Co. v. J. B. 
Carr Biscuit Co., 3 Fed. (2d) 87 [14 T. M. Rep. 516]; McLean v. 
Fleming, 96 U. S. 245). In the last case cited it is said: 

“What degree of resemblance is necessary to constitute an infringe- 
ment is incapable of exact definition, as applicable to all cases. All that 
courts of justice can do, in that regard, is to say that no trader can adopt 
a trade-mark, so resembling that of another trader, as that ordinary pur- 
chasers, buying with ordinary caution are likely to be misled. . . . Much 
must depend, in every case, upon the appearance and special character- 
istics of the entire device; but it is safe to declare, as a general rule, 
that exact similitude is not required to constitute an infringement or to 
entitle the complaining party to protection. If the form, marks, con- 
tents, words, or the special arrangement of the same, or the general ap- 
pearance of the alleged infringer’s device, is such as to be likely to mislead 
one in the ordinary course of purchasing the goods, and induce him to 
suppose that he was purchasing the genuine article, then the similitude is 
such as entitles the injured party to equitable protection, .. .” 


In Spieker v. Lash, 102 Cal. 38, 45, in which a judgment for plain- 
tiff was affirmed, it is said: 

“The evidence shows that the defendants’ labels, while differing in 
some respects from those of the plaintiff, are a colorable imitation of 
them, the resemblance being such as to justify the conclusion that they 
were intended and adapted to lead the public generally to the belief that 


the manufacture of the original ‘Lash’s Kidney and Liver Bitters,’ has 
heen superseded. . .” 


Numerous authorities show a like effort to use similar words 
conveying the same idea, sound, or appearance, by altering the 
spelling, or disarranging the sequence of letters. Among these cases 
the following similar words have been held to constitute an in- 
fringement: Coca-Cola—Extract of Coca & Kola; Coca-Cola— 
Taka Kola; Holeproof—No-Hole; Lily White—White Lily; 
Uneeda—I wanta (National Biscuit Co. v. Baker, 95 Fed. 135); 
Sapolio—Sapono; Hostetter’s Bitters—Host style Bitters; Cas- 
carets—Castorets; Gold Bar—Gold Bank; Silver Bar—Silver 
Band; Stove lustre—Stove lacquer; Listerine—Les ter septine; 
Celluloid—Cellonite; Cottolene—Cottoleo; Cottolene—Chefolene 

N. K. Fairbanks Co. v. Ogden Packing & Provision Co., supra) ; 
Gold Dust—Gold Drop (N. K. Fairbanks Co. v. Luckel, King & 
Cake Soap Co., 102 Fed. 327); Beats-all—Knoxall (American 
Lead Pencil Co. v. L. Gottlieb & Sons, 181 Fed. 178); Keepclean— 
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Sta-Klean; Criseco—Esco (Procter §& Gamble Co. v. Eney Shorten- 
ing Co., 267 Fed. 344 [10 T. M. Rep. 344]). 

Appellants contend that the injunction should be vacated for 
the reason that respondents failed to show any actual fraud or that 
any purchaser was deceived by the simulation, or induced to buy 
a brand of raisins which he did not desire. 

Appellants rely upon the case of Dunston v. Los Angeles Van 
etc. Co., 165 Cal. 89 [3 T. M. Rep. 231], in which the Supreme 
Court reversed a final injunction issued by the trial court 
restraining the use of an exact duplication of a firm name by a 
competing company. The question of infringement upon a label 
or simulation of a trade-mark which had been conceived and ex- 
clusively appropriated was not involved. It was there said, with 
respect to the name “‘Los Angeles Van & Storage Co.’’: 

“It is too apparent to need discussion that the name here employed by 
plaintiff has reference in its first words to the place of business; in the 
remaining words to a description of the business. Such names, titles or 
designations are not the subject of exclusive copyright or trade-mark... . 
Since the plaintiff cannot acquire an exclusive property right in the asso- 


ciated words ... any relief based upon an asserted invasion of this ex- 
clusive trade-mark is without warrant.” 


It was then held that the judgment could not be supported on 
the ground of “unfair trade dealing’ for the reason that deceit or 


fraud had been neither pleaded nor proven; that the mere similarity 
of the firm name was insufficient to establish fraud. In the instant 
case respondents do not rely exclusively upon the doctrine of un- 


fair trade dealing, but charge infringement upon the entire idea 
expressed in an original label together with an euphonic similation 
of the trade-mark term “sun-maid.” (13) The imitation of a 
trade-label or trade-mark to a degree which would be likely to de- 
ceive casual purchasers exercising ordinary care in the selection 
of a commodity may constitute fraud in itself, independent of evi- 
dence of actual sales. 

The authorities are fairly uniform to the effect that it is not 
necessary to prove actual fraud or deception, but this may be as- 
sumed where the facts indicate that a purchaser, exercising or- 


dinary care, would be likely to be deceived by the imitation of a 
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trade-mark. (Nims on T'rade-Marks, 2nd ed., pp. 601, 640; Gehl 
v. Hebe Co., supra; Bissell Chilled Plow Works v. T. M. Bissell 
Plow Co., 121 Fed. 357; Wirtz v. Eagle Bottling Co., 50 N. J. Eq. 
164; Von Munn v. Frash, 56 Fed. 830, 837; Florence Mfg. Co. v. 
J.C. Dowd § Co., 178 Fed. 73 [1 T. M. Rep. 289].) 

In N. K. Fairbanks Co. v. Luckel, King & Cake Soap Co., 


supra, it is said: 


“It is not essential to the right of complainant to an injunction to 
show absolute fraud or wilful intent on the part of the respondent. Upon 
familiar principles, it will be presumed that the respondent contemplated 
the natural consequences of his own acts. If the acts of respondent in 
the adoption of the name ‘Gold Drop’ constituted an infringement of the 
trade-mark or trade-name of the complainant, and it was put on the 
market in such a manner as to interfere with the legal rights of com- 
plainant, to its loss and injury, it would be entitled to an injunction, irre- 
spective of the question of any testimony as to actual fraud or wilful 
intent. The court must determine the intent from respondent’s acts and 
the results produced thereby.” 


And in the case of 7. A. Vulcan v. Myers, 139 N. Y. 364, it 
is said: 

“No evidence was given or offered (in this case) to show that any 
person had actually been deceived by the imitation of the plaintiff's trade- 
mark, and we think that none was necessary for the maintenance of the 
action. It is the liability to deception which the remedy may be invoked 
to prevent. It is sufficient if injury to the plaintiff’s business is threat- 
ened, or imminent to authorize the court to intervene to prevent its oc- 
currence. The owner is not required to wait until the wrongful use of 


his trade-mark has been continued for such a length of time as to cause 
some substantial pecuniary loss.” 


Placing the cartons of the respective parties side by side, one 
is impressed with the striking similarity of appearance in size, 
color, design, form and idea. The genius of a resourceful mind 
could scarcely have devised a combination of color, picture and 
euphonious language more deceivingly similar to respondents’ label 
than that conceived by appellants. Without a critical examina- 
tion or independent knowledge of the different brands, considering 


the labels as a whole, an innocent purchaser, exercising ordinary 
care, would be quite likely to be misled by the similarity of ap- 
pearance. 


We think the trial court was warranted in issuing the pre- 
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liminary injunction. For the foregoing reasons, the order for the 
preliminary injunction is affirmed. 


L. SonNEBORN Sons, INc. v. StoRM WATERPROOFING CORPORATION 
222 N. Y. Supp. 624) 


New York Supreme Court, Special Term, New York County 


June 20, 1927 


Trape-Marks AND ‘Trape-Names—Unrair Competition—INJUNCTION 
Acarnst SENDING CircuLars STATING THAT DEFENDANT Has Ex- 
CLUSIVE RiguHt To TrapE-Mark DENIED, WHERE RIGHT 1s IN Dovst. 
Where defendant sent circulars to plaintiff's customers, stating 
that in proceedings in the Patent Office it had been awarded exclusive 
right to a certain trade-mark, which it had registered under Act of 
Feb. 20, 1905, and notifying them to desist from sale of any material 
infringing its rights, held, that plaintiff's application for preliminary 
injunction to restrain defendant from continuing such intimidation 
will be denied, where, though defendant exaggerated scope of Patent 
Office decision, exaggerations were not gross, and plaintiff had offended 
similarly, and where trial of issues might disclose that either party 
has exclusive right to trade-mark, or that acquiescence or estoppel of 
either permits continued use thereof by other. 
Same—SamME—ReEGIstTRaATION Prima Facte Evipence oF OwNEeERsHIP. 
Registration of a trade-mark, under Act of Feb. 20, 1905 is merely 
prima facie evidence that person in whose name it is registered is 
entitled to the mark, and it is not conclusive or binding on the courts 
as respects his right to its exclusive use. 


In equity. Action for alleged unfair competition. On plain- 
tiff’s motion for preliminary injunction. Motion denied. 


Gilbert §& Gilbert, of New York City (A. S. Gilbert, of New 
York City, of counsel), for plaintiff. 

Charles H. Wilson, of New York City (Leslie Lester, of New 
York City, of counsel), for defendant. 


Levy, J.: Plaintiff seeks a preliminary injunction restraining 
the defendant from threatening and intimidating the trade in gen- 
eral, and plaintiff's customers in particular, and to prevent the 
circulation of the charge or claim that the plaintiff's use of the 


word “Stormtight’” in connection with the sale of plaintiff's com- 
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modity is a violation of the defendant’s rights, or an infringement 
on any trade-mark of the defendant, or is in any other manner 
illegal. 

Both litigating parties are engaged in the manufacture of a 
paint or composition designed to make roofs and other parts of 
buildings water-tight. Plaintiff has been using the trade-mark 
“Stormtight’”; defendant that of “Stormtite.” It is not entirely 
clear from the papers which mark was first adopted, although the 
balance seems to favor defendant’s prior use. This much, how- 
ever, is undisputed: That plaintiff has a very large business, which 
it has extensively advertised, while defendant’s is very much 
smaller. Early in 1920, after plaintiff had been employing its 
trade-mark for perhaps seven years, defendant sent notice to 
plaintiff that the latter was infringing upon its trade-mark. 

No attention was apparently paid to this communication, but 
one year later plaintiff made an application in the United States 
Patent Office for registration of the name “‘Stormtight” under the 
Act of March 19, 1920 (41 Stat. 533 [U. S. Comp. St. §§ 9490, 
9516a-9516h]), which permitted registration of descriptive trade- 
marks, in “class 16, paints and painters’ materials.’’ In its ap- 
plication plaintiff claimed use since August, 1913. In September, 
1922, it notified defendant that the latter’s legend “Stormtite” 
was an infringement of plaintiff's registered trade-mark. Defend- 
ant’s reply to this was that it was plaintiff which was infring- 
ing. Thereafter defendant, on April 1, 1925, succeeded in having 
plaintiff's mark canceled by the Examiner of Interferences, on the 
ground that plaintiff had not had “bona fide use of the mark dis- 
closed in its registration,’ within the meaning of section 1(b) of 
the Act of March 19, 1920 (41 Stat. 533 [U. S. Comp. St. 
§ 9516a]); the term “bona fide use” being considered to mean 
“sole use.”” Upon appeal to the Commissioner of Patents, the 
decision of the Examiner was upheld; the former holding, in addi- 
tion, that the defendant had employed the notation “Stormtite’ at 
a period prior to its adoption by the plaintiff. 

Soon after defendant applied for a patent registration of its 
trade-mark “Stormtite,” under the Act of February 20, 1905 (33 





398 SEVENTEEN TRADE-MARK REPORTER 


Stat. 724), in “class 12, construction materials.” This act permits 
registration of fanciful or arbitrary trade-marks, and, unlike the 
act of 1920, does not permit the registration of descriptive marks. 
Registration was completed on August 10, 1926, when defendant 
began to threaten plaintiff with an action for an injunction. On 
November 6, 1926, it advised one of plaintiff's customers that in a 
proceeding in the United States Patent Office it had been awarded 
“exclusive right to the trade-mark ‘Stormtite,’”’ and notified this 
customer to desist from the sale of any material which infringed 
upon its rights. Similar letters were sent to other customers about 
the same time, and this has continued up to the time of the bringing 
of this suit. The reaction of plaintiff's customers to these letters 
in at least two instances has been quite alarming, being followed 
by a request upon the manufacturer to take up the stock of “Storm- 
tight” on hand. Plaintiff has urged and encouraged defendant to 
bring an infringement action, but has failed in its efforts. 

It is the contention of plaintiff that defendant, by its threaten- 
ing and untrue letters, was acting in bad faith for the purpose of 
terrorizing plaintiff's customers, so as to divert them to itself, and 
it is therefore seeking this injunction to prevent further alleged 
injury. In support of the relief claimed it cites Atlas Underwear 
Co. v. Cooper Underwear Co. (D. C.) 210 F. 347. In that case, 
at page 350, the court held that a patentee could not terrorize 
trade by calling attention to its rights, and seek to enforce such 
rights through a succession of threats, which he never attempts 
to effectuate. And in Price-Hollister Co. v. Warford Corporation, 
18 F. (2d) 129, 130, the District Court of the United States for 
the Southern District of New York similarly declared that a— 


“patentee has a right to protect his interest under the patent by notify- 
ing the world, or any person in particular, of his rights under his patent 
and cautioning against infringement; but he cannot, under this guise, 
harass and annoy competitors, or seek to destroy their trade. The law 
provides an orderly method of protecting the monopoly by suit.” 


Both these cases were founded upon a flagrant misinterpreta- 
tion of the decree of the court in support of the patentee’s alleged 
claim, and great and long-continued damage caused the plaintiffs 
after such announcement. 
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In Warren Featherbone Co. v. Landauer (C. C.) 151 F. 130, 
on the other hand, the court refused to enjoin a party from cir- 
cularizing the trade that he had commenced a suit for the infringe- 
ment of a trade-mark, where such circulars had been sent in good 
faith. The parties seeking such injunction took the position that 
the trade-mark “Featherbone’”’ was descriptive of the goods, and 
not the exclusive property of the other claimant, and this is prob- 
ably the position of the plaintiff in the case before us. And in 
Hobbs Mfg. Co. v. Gooding (C. C. A.) 113 F. 615, 616, a similar 
petition for relief against what was claimed to be an unwarrantable 
use of the opinion of the court was denied, the court saying: 


“The circular letter complained of sets out more than the court de- 
cided, but an examination of the opinion discloses no ambiguity or un- 
certainty as to what was decided, and, on the whole, we do not think the 
facts set out in the petition constitute a case of such wrongdoing as calls 
for our interference. At the most, it was an extravagant claim by a 
party as to the scope of the decision, based upon his interpretation of 
the opinion which this court had handed down.” 

I do not think the conduct of the defendant here has been quite 
so offensive as that of the defendants in the first two cases cited, 
nor are the exaggerations as to the scope of the decision in the 
Patent Office in its favor quite so marked; but in any event plaintiff 
has equally offended in this direction by notifying its trade, at 
the outset of the war of circulars, as follows: 


“Since the decision of the Patent Office, we have obtained a judgment 
in the Supreme Court against Aaron M. Shapiro adjudicating our ex- 
clusive right to this trade-mark, the judgment reading in part as follows. 


* * o” 

The quoted extract from the judgment hardly bears out the 
extravagant claims of exclusive right. It is possible that a trial 
of the issues may disclose either that one or the other party has 
the exclusive right to the trade-mark, or that there has been such 
acquiescence or estoppel by either as to permit the other to con- 
tinue in its use. The possession of the registration by the defend- 
ant simply constitutes prima facie evidence that it is entitled to 
the mark. Phillips v. Hudnut, 49 App. D. C. 247, 263, F. 643 [10 
T. M. Rep. 243]. It is not conclusive or binding on the courts as to 
the right of a party to its exclusive use. Hennessy v. Braunschweiger 
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& Co. (C. C.) 89 F. 664. Since November, 1926, as already ob 
served, plaintiff has made attempts to have defendant litigate the 
matter in the courts; but the latter seems to have hesitated to pro- 
ceed. But plaintiff was equally at liberty to endeavor to define 
its rights, either by an injunction to establish an exclusive claim or 
perhaps by seeking a declaratory judgment. This it has failed to 
do. The matter has now been brought to an issue. 

Suppose the defendant, instead of the plaintiff, had brought 
this action, would the latter be justified in demanding a preliminary 
injunction against announcements to the trade of the pending 
litigation? Clearly not, under the authority of the Feather- 
bone Case, unless such announcements were grossly exaggerated 
or communicated in bad faith. The situation here in principle is 
more akin to that in Hovey v. Rubber Tip Pencil Co., 57 N. Y. 
119, 125 (15 Am. Rep. 470) where it was said: 

“If the defendant, believing itself to have an exclusive patent, issued 
such a notice in good faith as a warning to dealers against an invasion 
of its rights, it in so doing would only have discharged a moral obligation 


and satisfied the demands of fair dealing. In such a case a mistake on its 


part as to the validity of its right would not have rendered it liable to 
an action.” 


In disposing of this application, I am not unaware of the 
fact that defendant’s claims have been quite exaggerated; at the 
same time, plaintiff's conduct has not been entirely beyond criti- 
cism. In doing so I am expressing no opinion of the merits of the 
plaintiff's claim, and prefer to relegate the parties to a full pre- 
sentation of the facts upon the trial. On the other hand, I am 
not influenced by defendant’s contention that plaintiff does not 
come into equity with clean hands, because some of its articles sold 
after the cancellation of its trade-mark contained the notation 
“Registered Trade-Mark.” Plaintiff has attempted to explain 


this as an inadvertence, which was corrected long prior to the com- 
mencement of this action. Whether this is so remains to be seen. 
In any event, the matter at issue can be fully litigated at the trial 
upon the merits, and the relative rights of the respective parties 
determined. Meanwhile, the court feels free to recommend that 
any doubt as to the propriety of disposing of the entire controversy 
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can well be removed by appropriate amendment of the present 
pleadings. 


The motion for a temporary injunction is denied. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Rosertson, C.: Held that applicant is not entitled to register 
the words “Scout Cabin,” as a trade-mark for canned fruits, canned 
vegetables and coffee, in view of the prior use and registration by 
opposer, of the word “Scout” as a trade-mark for coffee. 

The grounds of the decision are that the goods are of the same 
descriptive properties and the marks so similar that their contem- 
poraneous use would be likely to cause confusion. 

In his decision, after stating that there was no dispute as to 
the goods being similar and referring to the manner in which the 
marks appeared on the respective labels, the Commissioner said: 

“But apart from that, it is clear that applicant has included in his 


mark ‘Scout Cabin’ the word ‘Scout,’ which is opposer’s entire mark.” 


He further said: 


“It is well settled that an applicant is not entitled to incorporate in 
his trade-mark the trade-mark of another when such incorporated mark 
forms a substantial part of such composite mark. ‘Where a trade-mark 
consists of a word, it may be used by the manufacturer who appropriated 
it in any style or print or any form of label, and its use by another in 
any form is unlawful.’ (Citing authorities.) 

“The names ‘Scout’ and ‘Scout Cabin’ are so closely related to each 
other and are so associated with pioneer days that confusion is quite 
likely to occur.” ? 


Kinnan, F. A. C.: This case comes on appeal of the 
applicant, the I. E. Palmer Company, from the decision of the 
examiner of the trade-mark interferences, sustaining the opposition 
filed by the Nashua Manufacturing Company, and adjudging the 
applicant not entitled to the registration for which it has applied. 


The applicant company seeks registration of a mark consisting 


‘Howard & Casey Co. v. John S. Bierhaus, 151 M. D. 497, July 26, 1927. 
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of a pictorial representation of the head and shoulders of an Indian 
arranged in full regalia, and above which representation is the 
notation ““Arawana,’ appearing in a somewhat fanciful manner. 
The mark is used upon “textile goods for millinery purposes, 
namely, buckram, rice net, and hat net.” 

The opposer’s mark consists of the representation of the head 
and shoulders of an Indian accompanied by the words “Indian 
Head“ and also of the words “Indian Head” used alone. The goods 
upon which opposer uses its mark or marks are bleached and un- 
bleached sheetings, shirtings, and the like. 

Both parties have taken testimony. The opposer has clearly 
established that it and its predecessor have used the Indian head 
marks for upward of 75 years; that such marks have been very 
widely advertised and used upon goods of the opposer in this and 
even many foreign countries; that such marks are well and favor- 
ably known throughout all parts of this and other countries where 
the goods have been marketed; that the goods are almost univer- 
sally known as “Indian Head” goods, and that the mark or marks 
constitute an enormously valuable asset of opposer’s business. 

The applicant company does not appear to have entered the 
field with the mark for which it seeks registration until about eight 
years ago. Much of the applicant company’s testimony is directed 
to show that the marks are dissimilar and that the goods do not 
possess like characteristics. It is submitted by applicant that its 
goods, while sold in piece form, are sold mainly for millinery pur- 
poses. The goods, while being open mesh cotton fabric, contain a 
large amount of sizing material. The material is made up of two 
or more plies of fabric when made into buckram, a single fabric 
made of plied yarns when made into the form of rice net, while a 
somewhat closer weave of plied yarns is used to produce the hat 
net. 


All these goods take a considerable amount of sizing material. 
This stiffness or rigidity is to give shape to the crown or brim of 
the hat. The applicant company has vigoroulsy urged that these 
goods do not possess similar characteristics to the goods of the 
opposer. 
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It is clear enough the specific purposes for which the goods of 
the applicant company and of the opposer company are used are 
different, but in a general way they are woven cotton fabrics, sold 
in the piece or roll, and while no one would be likely to confuse 
the applicant’s goods with those of the opposer, yet on seeing the 
same trade-mark on both, would be quite likely to think both 
classes of goods had the same origin. 

As to the respective marks of the parties, it is well known that 
representations of Indian and of Indian heads have been very 
widely used in connection with trade-marks in commerce. The par- 
ticular representation of the Indian head shown by the applicant 
company is fairly different in detail from the representation of the 
Indian head of the opposer’s mark. Under these circumstances, it 
would ordinarily seem each party would be entitled to a more 
limited scope of protection, would be limited to the particular 
features of the mark which distinguish it from what had been used 
before either party entered the field. 

In the instant case, however, the opposer, through its pre- 
decessor in business, appears to have been the first to use the pic- 
torial representation of an Indian head upon any goods of this 
general class and also to use the words “Indian Head” without the 
pictorial representation. Under these conditions, it would seem 
the opposer should be given reasonably broad protection as to its 
mark and those at all similar thereto upon goods possessing in any 
way similar descriptive properties, and that doubts should be re- 
solved against the party later to enter the field. Under these 
conditions, it is believed the applicant company should have adopted 
a mark differing more radically or to a greater extent from that of 
the opposer. 

The applicant company has pressed the view that the main 
feature of its mark is the notation “Arawana,’ but this point can- 
not be regarded as sustained. The representation of the Indian 
head is a very salient and striking feature of the applicant’s mark 
and the goods would be likely to be called, as are those of the op- 
poser, Indian head goods. 

It is believed probable confusion of origin would result from 
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the use of the two marks upon the goods here under consideration 
in the same market. 

The decision of the examiner of trade-mark interferences sus 
taining the opposition and adjudging the applicant not entitled to 
the registration for which it has applied is affirmed.’ 


Emblem of Fraternal Society. 


Kinnan, F. A. C.: This case comes on for review, on appeal 
of the applicant, United Brotherhood of Carpenters and Joiners, 
of the decision of the Examiner of Trade-mark Interferences sus- 
taining the opposition filed by the Grand Lodge of Free and Ac 
cepted Masons of the State of New York, and adjudging the ap- 
plicant not entitled to the registration for which it has applied. 

The mark sought to be registered by the applicant comprises 
a representation of a partly open carpenter’s compass and a partly 
open workman’s rule overlapping the compass, placed upon a 
representation of a shield. The words “Carpenters Home” appear 
above the shield and the Latin words, “Labor Omnia Vincit” appear 
upon the rule, the mark being used upon citrus fruits, namely, 
oranges, grapefruit and tangerines. The application was filed Sep 
tember 11, 1924, and adoption and use of the mark in trade is 
alleged to have been continuous since May 15, 1924. 

The opposer is a fraternity widely known and of recognized 
influence and standing and which has been in existence for centuries. 
It bases its opposition to registration on the ground that the ap- 
plicant is not the owner of the mark it seeks to register, that the 
mark is a simulation and imitation of the widely known and used 
Masonic emblem consisting of a representation of the square and 
compass which has been used as the emblem of this ancient fra 
ternal society for at least a century and one-half, and that the 
fraternal society would be damaged by the degradation or undig- 
nified use upon goods in commerce of a symbol or emblem so nearly 
representing that adopted by the opposer society. 

No testimony has been taken, but certain stipulations have 


*\ Nashua Manufacturing Company v. I. E. Palmer Company, 151 
M. D. » August 13, 1927. 
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been entered into which are set forth at length in the decision of 
the Examiner of Interferences and in the briefs. It will not be 
necessary to again repeat these stipulations in this decision. 

The applicant denies the right of opposer to sustain the op- 
position under the Statute, Sec. 5 (b) of the Trade-Mark Act of 
February 20, 1905, as amended, because the opposer is not incor- 
porated, is not the owner of the emblem, and, finally, the emblem 
for which registration is sought is so far dissimilar to the Masonic 
emblem used by opposer that there is no probability of confusion 
or mistake in the mind of the public. 

The applicant notes certain irregularities in connection with 
the filing of the opposition, mainly, that opposer incorrectly alleged 
it was incorporated, the opposition was not verified by the opposer 
in a reasonable time and being amended later, was not actually 
tiled within the 30 days provided by law. It is believed the con- 
tentions of the applicant as to these matters are without merit 
since the amendments were of a character that a Court of Equity 
would ordinarily and under the circumstances here presented permit. 

It is deemed the fact the opposer society is not incorporated 
does not deprive it of its standing in this proceeding. The amend- 
ment to Sec. 5 of the Act of 1905 which was made by the Act of 
March 2, 1907, forbidding registration “of any design or picture 
that has been or may hereafter be adopted by any fraternal society 
as its emblem” did not include the limitation that such fraternal 
society must be incorporated. The amendment to this same sec- 
tion made by the Act of January 8, 1913, is not regarded as having 
changed that portion of the section or the meaning of it included 
in the Act of March 2, 1907, so as to require incorporation of a 
fraternal society as a precedent to its right to oppose the registra- 
tion of its emblem as a trade-mark. In this connection, see the 
holding In re The Mason Tire and Rubber Co., 350 O. G. 243, 56 
App. D. C. 170 [16 T. M. Rep. 223]. 

The contention of the applicant that the opposer society is not 
the owner of the emblem which it uses because, as is admitted, such 
emblem or substantially such emblem is used by other fraternal 
organizations not closely affiliated with the opposer society is not 





406 SEVENTEEN TRADE-MARK REPORTER 


believed to constitute a ground for dismissal of the opposition. 
The Statute, Sec. 6 of the Act of February 20, 1905, as amended, 
states that any “person who believes he would be damaged by the 
registration of a mark may oppose the same by filing notice of 
opposition, stating the grounds therefor.” It is believed that the 
opposer society would clearly be damageed by seeing its emblem, or 
substantially such emblem, representing as it does the dignity 
and prestige of this ancient, honorable and influential body or so- 
ciety, upon a crate of grapefruit offered for sale in a market. 
Clearly enough, members of that organization would feel that the 
emblem was being degraded and that members of the public, seeing 
such emblem upon such goods in trade, would be led to conclude the 
opposer society controlled or had something to do with the origin 
or ownership of the goods. 

The fact that other somewhat similar fraternal societies have 
been permitted to use a similar or the same emblem in the manner 
and in the way the members of the opposer society use the em- 


blem does not give the applicant company or society the right to 
use such emblem in commerce. The fact that the applicant com- 


pany has used its specific mark which it now seeks to register as an 
emblem for its fraternal society for many years, without protest 
from the opposer society, does not give to such applicant fraternity 
the right to use such emblem as a trade-mark in commerce. The 
damage to the opposer society arises from the use of such an em- 
blem as it has adopted, or one similar thereto, in commerce. It is 
believed the opposer has shown probable damage. 

As to the emblems themselves, it is believed the emblem of the 
applicant company so closely resembles that of the opposer society 
as to cause one to be mistaken for the other except where consider- 
able care is exercised, and the public cannot be relied upon, in 
purchasing goods of the character here involved, to exercise such 
care. The average observer and purchaser of the goods, who 
would not be likely to see the two emblems side by side, would be 
likely to confuse the one emblem with the other and be led to think 
the goods were owned or produced by the Masonic order or society. 

The decision of the Examiner of Trade-Mark Interferences 
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sustaining the opposition and adjudging the applicant not entitled 
to the registration for which it has applied is affirmed.* 


Goods of Different Descriptive Properties 


Rospertson, C.: Held that the applicant is entitled to register 
the term “Snow-Drift’’ as a trade-mark for skim-milk powder, not- 
withstanding prior use and registration by opposer of that term for 
a shortening compound, the essential ingredients of which are an 
animal fat and a vegetable oil. 

The ground of the decision is that the goods of the respective 
parties are not so alike that the contemporaneous use of the mark 
on them would be likely to cause confusion in the mind of the 
public or deceive purchasers. 


With respect to the question of possible confusion of origin, the 
Commissioner said: 


“It is well settled that confusion in trade, within the meaning of that 
term as used in the statute, may occur, even though the goods are not 
such that one might be substituted for the other.” (Citing E-Z Waist 
Company v. Reliance Manufacturing Company, 311 O. G. 709, 52 App. 
D. C. 291 [13 T. M. Rep. 96] and Oppenheim, Oberndorf & Company, Inc. 
v. President Suspender Company, 332 O. G. 5, 55 App. D. C. 147 [15 T. M. 
Rep. 80]). 


He further stated: 


“I am unable to find anything in the record which will show any 
probability of confusion, as defined by these decisions, between the goods 
of the respective parties when sold under the mark in question. It is true 
that skim-milk powder and a shortening compound could both be used in 
the making of bread or pastry, but the same may be said of shortening 
and flour. The goods are so entirely unlike that it does not seem that 
there would be any likelihood of confusion. It may be noted, as stated by 
the Examiner of Interferences, that the record does not establish any 
actual confusion, although the applicant has used the mark for several 
years. While this fact is not controlling, it is certainly one to be taken 
into consideration in determining the likelihood of confusion.” 


With reference to the opposer's argument that the case is con- 
trolled by the decision in B. Heller § Company v. The Southern 
Cotton Oil Company, 336 O. G. 510, 55 App. D. C. 288 [15 T. M. 
Rep. 257], in which the Court of Appeals held that a later user 

*Grand Lodge of Free and Accepted Masons of the State of New 


York v. United Brotherhood of Carpenters and Joiners, 151 M. D. —, 
August 13, 1927. 
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could not register “Snowdrift’”’ as a trade-mark for a substitute for 
the white of eggs in the making of meringue, marshmallow, top- 
ping and icing for pastry, etc., in view of opposer’s prior use, the 
Commissioner said: 


“In that case it may be noted stress was laid by both of the Office 
tribunals on the manner in which the applicant packaged and sold its 
goods, the Examiner of Interferences stating that both the product of the 
applicant and the opposer were packaged goods, both to be used in the 
kitchen in connection with other ingredients in preparing pies, cakes 
and other articles of food, and the Commissioner, as appears from an in- 
spection of his decision, referred to the same fact. 

“In the present case the applicant is not selling its goods in any 
such way. Its product is sold in large containers to ice cream manu- 
facturers and bakers. The purchasers would therefore be less likely to 
think that the product originated with opposer, than if it was retailed 
in packages similar to opposer’s to be used in ordinary cooking.” 


Non-Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the term “Vi-Dex,” as a trade-mark for visible index holders and 
visible index holder sheets, notwithstanding the prior use and 


registration by opposer of the terms “Kardex’”’ and “Cardex”’ as 
trade-marks for index cards and devices for holding such cards. 

The ground of the decision is that the marks are not so similar 
that their contemporaneous use on the goods of the respective 
parties would be likely to cause confusion in the mind of the public 
and deceive purchasers. In his decision, after holding that the 
goods of the parties are deemed to be the same descriptive proper- 
ties and noting that the opposer alleged ownership of the term 
“Dex” as a trade-mark for its goods, but had offered no proof of 
use of this term alone, the First Assistant Commissioner said: 


“The examiner of interferences, after noting that the marks of the 
two parties had in common only the suffix ‘dex,’ stated that that suffix was 
not deemed to be descriptive. 

“The term is, however, a syllable of the word index and obviously 
its use in connection with one of the trade-marks above noted is suggestive 
of the fact that that mark relates to indexing devices. 

“It further appears, both from the testimony and from the records of 
this Office, that other parties have used trade-marks having this suffix ‘dex’ 
for devices, which, while they may be specifically different from the de- 


* Southern Cotton Oil Co. v. Gould Cream Co., 151 M. D. 494, July 21, 
1927. 
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vices of these two parties, have relation to indexes or system of keeping 
records. 


“There is no evidence whatever in the record to suggest that there has 
been any actual confusion either between the goods of the respective par- 
ties bearing the trade-marks above noted, or as to their origin. There is 
absolutely nothing in the record to support the view that anyone seeing 


the term ‘Vi-Dex’ on applicant’s device would suppose that it was the 
product of the opposer. 


“These two marks have the same last syllable. The first syllables, 
however, are wholly dissimilar so that the difference between the marks 
as a whole both in appearance and sound is so great that the conclusion 
seems unsustainable that there is any likelihood of confusion or mistake 
in the minds of the public by reason of applicant’s use of its mark.” ® 


What May Be a Trade-Mark 


Moore, A. C.: This is an appeal from the decision of the 
Examiner of Trade-marks finally refusing registration of the ap- 
plicant’s mark. 

The trade-mark consists of two concentric circles, the ap- 
plicant’s name (National Food Broker’s Association), and a pair of 
scales. The applicant’s name is placed within the space between 
the circles, and the pair of scales is depicted within the inner circle. 

The trade-mark is appropriated to goods consisting of letter- 
heads, billheads, bill forms and blank sheets. 


The Examiner’s reasons for refusing registration of the ap- 
plicant’s mark are stated by him as follows: 


“It appears improbable to the Examiner that any but a member of 
such Food Brokers’ Association could or would use stationery bearing 
this mark. Applicant’s statement that it uses the mark on paper actually 
sold by itself in interstate commerce is not questioned; but it is thought 
that the rather limited class of purchasers who would buy goods bear- 
ing the mark would prize the mark more as an indication of their mem- 
bership in the Association than as a mark of origin by which they could 
identify the goods on the open market.” 


The statement that it is improbable that any but a member 
of such Food Brokers’ Association would or could use the station- 
ery bearing this mark, is problematical. But assuming this to 
be true, it is not conclusive against applicant’s right to registra- 
tion. The user of the stationery is not the determining factor. 
But even though he may be a member of the association, he has 


®* Rand Cardex Co., Inc. v. Irving-Pitt Mfg. Co., 151 M. D. 496, July 


22, 1927. 
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the right to be informed through the agency of the association’s 
trade-mark, of the origin of the stationery. The material ques- 
tion is whether said trade-mark has been used by said association 
in commerce among the several states, etc. That it has been so 
used is set forth in a statement under oath by the secretary of the 
association in the declaration forming a part of the application. 
This statement should be accepted by this Office as true in the 
absence of proof to the contrary. The examiner does not ques- 
tion the truth of the statement. 

The number of persons who purchase the goods is not con- 
trolling. A single bona fide use of the trade-mark in commerce 
among the several states by the association meets the require- 
ment of the law (Worden and Holzer v. Cannaliato, 52 App. D. C. 
254; 1923 C. D. 203 [13 T. M. Rep. 137]). 

As to the question whether the mark of the associations func- 
tions as a trade-mark, it is believed that the answer should be 
in the affirmative. The letterheads, billheads, bill forms, etc., 
being merchandise, no good reason is seen why the applicant’s 
trade-mark appearing thereon would not indicate origin of the 
merchandise rather than membership in the association. 

It may be added that if the applicant’s right to registration 
be regarded as doubtful, the applicant should be given the benefit 
of the doubt. As was stated in Maryland Assurance Corpora- 
tion v. Van Slant (1924 C. D. 39 [14 T. M. Rep. 114]): 


“The Office should be liberal and refrain from refusing to register 
merely because the right is doubtful, and especially when the matter has 
never been determined by any court.” 


The decision of the Examiner of Trade-marks is reversed.® 


* Application of National Food Brokers’ Association, 151, M. D. —, 
August 9, 1927. 





